United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



I0/K25.430 



04/10/2004 



Hirokazu Sakai 



22850 7590 08/24/2009 

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



Yl.NKAl. JYOTHSNAA 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
08/24/2009 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

patenldockcHo'oblon.com 
oblonpat@oblon.com 
j gardner @ oblon. com 



PTOL-90A (Rev. 04/07) 



Application/Control Number: 10/825,430 Page 2 

Art Unit: 1619 

DETAILED ACTION 

Claim Rejections - 35 USC §103 

Claims 1-8 and 10-12, 14, and 16-21 are rejected under 35 U.S.C. 103(a) as being 
obvious over the combination of EP 1,166,766 ('766) and U. S. patent 5,876,705 ('705). 
The instant application is claiming hair cleansing composition comprising: 

1. Amphipathic amide lipid of formula 1 

2. compound belonging to B(species is ethylene glycol distearate) 

2. surfactant 

3. cationic polymer 

EP '766 teaches external preparation compositions. See the abstract, and see page 2, 
formula I for ingredient I claimed, see also pages 3-5 for the amide lipids , which are species 
belonging to formula I ( Ingredient 1). EP '766 at paragraph 22 teaches adding surfactants to 
compositions. The weight percent of the surfactant is 0.01-20% and the weight percent of amide 
lipid 0.001-50%. EP '766 at paragraph 24 teaches hair care applications and this includes 
shampoo. EP under this paragraph suggests adding components ordinarily employed in hair 
cosmetics. Examples 3-4 are drawn to hair formulations. The difference between EP and the 
instant application is EP does not teach claimed species belonging to B and cationic polymer. 

Patent '705 teaches conditioning shampoo compositions. See the abstract; see col.2, 11 25- 
30 for anionic, amphoteric and non-ionic surfactant. See col.s 4-5 and col. 6, 11 1-34 for anionic 
surfactant. See col. 6, 11 35-68 and col.s 7-8 and col.9, 11 1-6 for amphoteric surfactant, see col.9, 
11 8-68 and col. 10, 11 1-14 for non ionic surfactant, see col. 17, line 7 through col. 19, line 27 for 
cationic polymers. Patent at col.2, 11 35-39 teaches conditioning agents and these can be 
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silicones or cationic surfactant or cationic polymers, see col. 19, 11 5-20 for claimed cationic 
cellulose and cationic guar gum. See paragraph bridging cols 21-22 for suspending agents. 
Preferred suspending agent is claimed species(see col.21, 11 60-65). See also examples VI -X for 
ethylene glycol distearate, cationic polymer, which is polyquaternium 10 and surfactant. 

Accordingly it would be obvious to one of ordinary skill in the art at the time the 
invention was made to modify the compositions of EP '7669 and combine with agents that are 
conventionally used in hair care like surfactants , cationic polymers and suspending agents 
taught by patent '705 expecting beneficial effect to hair. One of ordinary skill in the art would be 
motivated to add the ingredients of '705 with the reasonable expectation of success that the 
compositions which has the diamide provide moisturizing feel and silkiness to the hair and 
adding cationic polymers provide conditioning property to the hair and adding surfactant provide 
cleansing actions. Thus the compositions not only cleanse the hair but also provide moisturizing 
and conditioning properties to the hair. This is a prima facie case of obviousness. 

Response to Arguments 

Applicant's arguments filed 8/6/09 have been fully considered but they are not 
persuasive. 

Applicants' argue that patent '705 describe that ethylene glycol stearate as a dispersant 
for a silicone hair conditioning agent and the dermatologic preparation of EP'766 fails to 
disclose a silicone hair conditioning agent and thus there would be no motivation to add the 
dispersant for a silicone hair conditioning agent of patent '705 into the dermatologic 
preparation of EP'766 as suggest in the official action, at an (A):(B) ratio of 5:1 to 1:1,000, as 
EP composition does not contain a silicone hair conditioning agent. 
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As admitted by the examiner EP does not teach silicone " hair conditioning agent". 
However the expression " comprising " in the claims is inclusive of silicone hair conditioning 
agent of Patent '705 since the use of the term " comprising" permits the presence of other 
ingredients and does not preclude the presence of other ingredients, active or inactive, even in 
major amounts. Moleculon Research corp., v. CBS. Inc.. 793 F. 2d 1261, 229 USPQ 805 
(FED. Cir. 1986); I n re Baxter , 656 F. 2d 679, 210 USPQ 795, 803 (CCPA 1981). 

Applicants' also argue that there is no structural similarity between silicone hair 
conditioning agent and amphipathic amide lipid and therefore there is no motivation to use the 
suspending agent of patent '705 into the compostions of EP 766. 

In response to the above argument, EP '766 at [0023] teaches using the amphipathic 
amide lipid in shampoos and at [0024] teaches that the hair cosmetics' contain surfactants and in 
addition components ordinarily employed for hair cosmetics ( emphasis added). The 
suspending agent of patent '705 ( ethylene glycol distearate drawn to components B of instant 
application and it is the elected species) is conventionally used in shampoos. See XP-002295514, 
PP 65-69 " cleansing and conditioning hair " ( 1998) and see hair shampoos. This article is 
prompted by applicants' remarks . Applicants' attention is drawn to table 2-3. Article teaches 
ethylene glycol distearate as opacifiers. The compound taught by the article and patent '705 are 
the same, therefore one of ordinary skill in the art would be motivated to add the suspending 
agent of patent '705 drawn to ethylene glycol distearate since this compound is conventionally 
used in hair cosmetics and EP '766 teaches adding ordinarily employed ingredients for shampoo 
and other hair cosmetics. 



Application/Control Number: 10/825,430 
Art Unit: 1619 



Page 5 



Table 1 

fUni of centers! t: 





Examples 


Compara^ 
Example 


1 


2 


3 


1 




m 


Amphipathic amide lipid A 


05 ^ 




0,5 






Amphpaihc arris* i a J 




6,1 




2 




m 


f j e te j vt ' it vrk'i 


2 










Oisi = si " ethe 




2 


2 






Qlhm 


- ji m poiyoxyethylsne {2} Saury! ether 
suifaie 


10 


10 


10 


10 




Sodiufn&urv i. 


5 5 


5 


§ 




Cocoyi monoethasiolsmtde 


0 5 


05 


0,5 


0.5 




Cat) iw f f J« ixyett , J eti u»e 


0.3 


0 3 


0.3 


0.3 




Cationtc Guar g_ i 


0.5 


0.5 


0.5 


0.5 




50 wf.' i — J * * tr cid 


q s. * . 

Bala- 
nce 


21,'. 


&S-..1 


q,s. * 


■ 


Purified *ater 


Bala- 
nce 


Bate- 


Bala- 
nce 




pH 


3.5 


2,5 


3 


3.5" 




F.1A1 igcapa y(NaC I q atr equivalent; t 


0.O2 


0.(31 


0.01 


0.01 




Evalu- 
ation 


Rfesii encu sf d strength oi hf r 


3.1 


27 


3.9 


1,8 




Smoothness of hair 


3.8 


3.6 


3.8 


21 




Mo.^i feeling of na ; r 


3,8 


3.7 


3.8 


2.2 




Storaqe stability ^ X ■ 4 month) 


A 


A 


[ A 


C 





*: amount enouqih for pH adjustment 



Applicants' argue with respect to results at table 1 ( see above) and point out that 
Example 1 ( table 1) containing amphipathic amide lipid A and ethylene glycol distearyl ester 
exhibited high evaluation for hair conditioning performance in terms of resilience and strength of 
hair, smoothness of hair and moist feeling of hair plus, no change in appearance upon storage at 
50°C for one month and Example 2 containing amphipathic amide lipid B and distearyl ether 
exhibited high evaluation for hair conditioning performance in terms of resilience and strength of 
hair, smoothness of hair and moist feeling of hair plus, no change in appearance upon storage at 
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50°C for one month where as , comparative example 1, having amphipathic amide lipid B but no 
ethylene glycol distearyl ester exhibited lower hair care performance and exhibited separation or 
gelation upon storage at 50°C for one month and point out that example 2 and comparative 
example 1 each contained the same amphipathic amide lipid B, but example 2 which further 
comprised distearyl ether, but a smaller amount of amphipathic amide lipid B demonstrated 
enhanced resilience and strength of hair, smoothness of hair and moisture feeling of hair. 

In response to the above argument, the test results in table 1 is not commensurate with the 
scope of claims. None of the claims show the specific combination of surfactants and cationic 
polymers and specific amphipathic lipid amide and elected ethylene glycol distearate in specific 
weight percent. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT whose telephone number is 571-272- 
0607. The examiner can normally be reached on Monday-Friday, 10:30-7:30: 1st Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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